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The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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Bef ore CAROFF, KIMIN, and JOHN D. SM TH, Adnministrative
Pat ent Judges.

CAROFF, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

Thi s deci sion on appeal relates to the final rejection of
claims 13-14 and 29-70. Cdains 1-12, all the other clains
remai ning in the application, stand withdrawn from
consi deration pursuant to 37 CFR 1.142(b) as being drawn to a

non- el ected invention and, thus, are not before us on appeal.

! Application for patent filed April 6, 1994.
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The clains on appeal are directed to a process for the
pol ymeri zati on of propyl ene involving a conventional Ziegler-
Natta catal yst which is contacted with an organoal um num
conpound and at |east two el ectron donors.

Claim 13, the sole independent claim is illustrative of
t he cl ai ned process:?

13. A process for the polynerization of propyl ene,
conpri si ng:

(a) selecting a conventional Ziegler-Natta catal yst and

(b) contacting the catalyst with an organoal um num
conmpound;

(c) contacting the catalyst with a m xture of at |east
two el ectron donors, sinultaneously with or after step (b),
one described by the fornmula:

R,

wherein R, and R, are both an al kyl or cycl oal kyl group
containing a secondary or tertiary carbon atomattached to the
silicon atom R, and R, being the sanme; R, and R, are al kyl or
aryl groups, R, and R, being the sane or different;

2 Claim 13 defines two distinct electron donor categories,
each by a different chemcal formula. W shall refer to the
first category as "ED1" and the second category as "ED2".
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and the other described by the fornul a:

R,
R ,—— s —R,

0

R,

wherein R, is an al kyl or cycl oal kyl group containing at

| east one primary, secondary or tertiary carbon atom attached
to the silicon atom R, and R ; are an al kyl or aryl group,
R, and R ; being the sanme or different; and R, is an al kyl
group with a primary carbon attached to the silicon atom R,
and R , being the sanme or different;

(d) introducing the catalyst into a polynerization
reacti on zone containing said organoal um num conpound, said
el ectron donors and nononer; and

(e) extracting polypropylene fromthe pol ynerization
reaction zone.

The references of record relied upon by the exam ner as

evi dence of obvi ousness are:

Shanshowm et al . (Shanshoum 5, 308, 818 May 3,
1994

(filing date: June 8, 1992)
Hoppin et al. (Hoppin) 4,829, 038 May 9, 1989
Ewen 4,927, 797 May 22,
1990

The following rejections are before us for consideration:?

By Advisory Action (Paper No. 8), the exam ner has
indicated that a previously applied rejection under the second
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1. dainms 13-14 and 29-70, all of the clainms on appeal,
stand rejected for obviousness under 35 U. S.C. § 103 over
ei t her Shanshoum or Hoppi n.

2. Cains 29 and 53-70 additionally stand rejected for
obvi ousness under 35 U.S.C. § 103 over Hoppin in view of
ei t her Shamshoum or Ewen.

We have carefully considered the entire record in |ight
of the opposing positions advanced on appeal. |In so doing, we

conclude that the exani ner has established a prim facie case

of obvi ousness. However, we are persuaded that the data
reported on pages 21-22 and 24 (Tables 1-6) of appellants
specification are indicative of unexpected results as to the
subj ect matter enconpassed by clains 43-44, 51-52, 61-62 and
69-70. Accordingly, we shall affirmthe rejections at issue
as to clainms 13-14, 29-42, 45-50, 53-60 and 63-68, but reverse
as to clainms 43-44, 51-52, 61-62 and 69-70.

There is little question that Shamshoum and Hoppi n each

di scl ose a propyl ene pol yneri zation process involving a

paragraph of 35 U.S.C. 8§ 112 has been withdrawn and, thus, is
not before us.
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catal yst system which includes a conventional Ziegler-Natta
catal yst, an organoal um num co-catal yst and an organosil ane
el ectron donor, nuch |like the process clainmed by appellants.

Addi tionally, each of the primary references disclose
speci fic organosil ane el ectron donors in both of the
categories (EDL and ED2) defined by appellants' clains. For
exanpl e, diisopropyl dinethoxysilane (D DS), an ED1 conpound,
is disclosed in Shamshoum (columm 6, lines 20-22) and Hoppin
(colum 1, lines 59-60). Likew se, cyclohexyl nethyl
di met hoxysi |l ane (CVMDS), an ED 2 conpound, is disclosed in
Shanmshoum (colum 4, line 14) and Hoppin (colum 9, Table I
exanpl e J).

The primary issue in contention is the obvi ousness of
using a mxture of an ED 1 conpound and an ED 2 conpound in a
propyl ene polynerization process. W agree with the exam ner

that it would have been prima facie obvious, within the

context of 35 U. S C
8 103, to conbine two conmpounds, each of which having been
i ndi vidual ly disclosed by the prior art as useful for the sane

purpose, to forma conposition to be used for the very sane
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purpose. See In re Kerkhoven, 626 F.2d 846, 850, 205 USPQ

1069, 1072 (CCPA 1980).

In this regard, we note that Hoppin (colum 1, |ines 54-
61) explicitly suggests that a m xture of organosil ane
el ectron donors can be used. Wiile we would agree with
appel l ants that Shanshoum cannot be simlarly interpreted as
explicitly suggesting such a conmbi nati on, we are neverthel ess
of the view that the disclosure of individual organosilane
el ectron donors in Shanshoum as in Hoppin, establishes a

prima faci e case of obviousness for the clai ned conbi nati on

under the Kerkhoven rationale.

We agree with appellants that the conparative data
presented in their specification (Tables 1-6) provide evidence
of unexpected results when particul ar conbi nati ons of el ectron
donors at specific nolar ratios are used in a propyl ene
pol ymeri zati on process under specified conditions. As noted
in appellants' Brief, these results include:

(1) a decrease of xylene solubles at specified el ectron
donor nolar ratios as the anpbunt of el ectron donor which
resulted in a higher anount of xylene solubles, i.e. CVMDS, was

i ncreased (Tables 1-4);
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(2) in sonme cases, the xylene solubles for particular
conbi nati ons of electron donors was | ess than when either of
the el ectron donors was used alone (Tables 1-2 as conpared to
Table 4); and

(3) the polydispersity ("D' values) of the pol yner
product for one particular conbination of electron donors (the
DI DS/ CVDS systen) at specified nolar ratios was greater than
when either of the electron donors was used al one (Tabl es 5-
6) .

The exam ner does not directly refute appellants' show ng
of unexpected results.

The exam ner focuses on clai ned ranges of pol ydispersity
and xyl ene sol ubles rather than anal yzing the particul ar
effects on these paraneters when using a conbination of
el ectron donors as denonstrated by appellants. Denonstrated
results need not be specifically claimed in order to serve as

evi dence of nonobvi ousness. See Ex parte Strobel, 160 USPQ

352, 353,

(Bd. of App. 1968); 1In re Zenitz, 333 F.2d 924, 927, 142 USPQ

158, 161 (CCPA 1964).



Appeal No. 1997-1684
Application No. 08/223,916

Wiile we find that appellants have provided sone evidence
of unexpected results, those results are based on conparison
testing limted to specific electron donor nolar ratios and to
the use of CVMDS as the only exenplary el ectron donor of the ED
2 type. Appellants have not offered any cogent reasoni ng or
addi ti onal evidence to support a conclusion that the
denonstrated results can reasonably be extrapolated to cl ai ned
subj ect matter of considerably greater scope. Accordingly, we
conclude that the evidence is not conmensurate in scope with
those clains not limted to specific electron donor nol ar
ratios and to the use of CMDS, in particular, as the ED 2
conponent of the electron donor m xture. At best, we find
that the evidence of unexpected results is reasonably
commensurate in scope with those clainms which are so limted,
i.e. clains 43-44, 51-52,

61-62 and 69-70.

For the foregoing reasons, the decision of the exam ner
is affirmed as to clainms 13-14, 29-42, 45-50, 53-60 and 63-68,
and reversed as to clains 43-44, 51-52, 61-62 and 69-70.

No period for taking any subsequent action in connection
with this appeal nay be extended under 37 CFR § 1.136(a).

8



Appeal No. 1997-1684
Application No. 08/223,916

AFFI RVED- | N- PART

MARC L. CAROFF
Adm ni strative Patent Judge

BOARD OF PATENT

EDWARD C. KI MLI N APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JOHN D. SM TH
Adm ni strative Patent Judge
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